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ELECTION 



Applicant clccL% with traverse, what the Rxaniiner has characterized as ^'Invention V\ 
deemed drawn to an RF coil assembly, and corresponding to claims 1-9. AppJicant elects, wjth 
traverse, what the Examiner has cliaracterized as "Species r\ and corresponding to Figure 6, 
thereby preserving Applicant's right to seek review by petition. Applicant accordingly requests 
reconsideration and a final determination by the Examiner post-haste. 



The EAainincr has identified three 'inventions' in the pending claims. The Examiner's 
classification oflhc 'inventions' include Invention T consisting ofdaims 1-9 drawn to an RF coil 
assembly and classified by the Examiner in class 333, subclass 219, Invention II consisting of 
claims 10-17 drawn to MRI apparatus and classified by the Examiner in class 324^ subclass 307, 
and Invention III consisting of claims 18-23, drawn to a method of manufacturing an RF and 
classified by the Examiner in class 29, subclass 606. 

Claim 24 is newly presented herein to further show the relatedness of groups 1 and 11. 

Inventions I and 1 1 

The Exiiminer stated that "[i]nventions li and 1 are relal(xl as combination and 
subcombination." OrHcc Action, p, 2 , 

MPEP §8O6,05(a) states that "fal combination is an organization of which a 
subcombination or clement is a part." So-called Invention II, drawn to an MRI apparatus, is an 
organization of which so-called Invention I is a part. Therefore, Invention II is a combination that 
includes the sul)combination Invention I as a part. 

MPEP §806.05(c) states that "iiivcntious arc distinct if it cun be shown that » 
conibination as claimed: (A) does not require the particulars of the subcombination as 
claimed for patentability**-, and (B) the $ubcontl>ination can be shown to have utility cither 
by itsdf or iu other and diftcrent relations." 1 he Examiner staled that "the combination as 
claimed does not require the particulars of the subcomfainalion as claimed because the RF coil 
configuration in group 1 is not required to be used in conjunction witl» an MRI apparatus as 
required in group IL" Office Action , p. 2 , However^ the test is whether the combination as 
claimed docs not require the particulars of the subcombin ation as claimed. The Examiner's 
statement that the RF coil configuration in subcombination group 1 is not required to be used in 
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conjunction with an MRI apparatus as required in combinalion group TT does not show that the 
COtnbination as claimed does not require the particulars of the subcombination as claimed. 
Instead, it itierely shows tliat the subcombination is a part of the organization of the combination 
including the subcombination and other elements. Such is the very nature of the 
combination/subcombination relationship. Distinction is not shown by stating that 
subcombination Invention I is not required to be used in conjunction with an MRI apparatus as 
required in group 11. Even if it were, sucb is simply not the case here. 

In fact, the MRI apparatus of claim 10 includes only common MR components within ihc 
first element. The patentability lies in the remainder of the claim - the RF coil assembly. A 
comparison of these two RF coil assemblies clearly shows similarities that r«guire rejoinder of 
these claims. 

The lixaminer stated that "the RF coil structure of group I IS not required to create an 
inductance that minimized a coupling of the fiist and second coil loops independent of coil loop 
position relative to one another." However, claim 1 requires **a pair of RF coils movable with 
respect to one another" and also requires that a mutual inductance be ^^oppoaite in polarity and 
substantially tqwil in magnitude to a mutual inductance of the pair of RF coils." 

The Examiner has clearly not met the burden of establishing distinction and, therefore, 

the claims must be rejoined. 

Also, the Examiner's siatemetrt tliat "the RF coil structure of group I is not required to 
• create an inductance that minimizes a coupling of the first and second coil loops independent of 
coil loop position relative to one another," does not satisfy the requirement of a valid re&lrielion 
because it does not show that the combination as claimed does not require the particulars of the 
subcombination as claimed. It merely shows that the combination includes at least one element 
not in common with the subcombination that is the definition of a combination and a 
subcombination and is n^ enough to support restriction. 

Notwithstanding the above remarks, in order 10 sustain a restriction, there must be 
separate fields of search. MPEP §808.02 . A separdlc field of search is not required for groups 1 
and IT regarding creating an inductance that mioimizcs a coupling of the first and second movable 
coil loops independent of coil loop position relative to one another. Claim 9 of Croup I further 
calls for the RF coil assembly of claim 1 wherein the inductance of the inductor assemblies is 
such that coupling of the pair of movable RF coils is reduced regardless of coil position. A 
search tor creating an inductance that minimizes a coupling of first and second movable coil 
loops independent of coil loop |>osition relative to one another is not separate from a search for 
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the mductance of Ibc inductor assemblies such that coupling of the pair of RF coils is reduced 
regardless of coil position. To perform an adequate search for one, requires a search for the other. 

Also, the Examiner classified Invention I in class 333, subclass 219 - RESONATORS. 
The Examiner classified Invention II in class 324, subclass 307 - asing a nuclear resonance 
spectrometer system. The spectrometer system would include at least transducer coils coupled to 
a sample material being measured. S ee subclass 307 definition, A search for the RF coil 
assembly of Invention II seems that it would necessarily include a search of the classification 
given to Invention T by the Exiiminer, and vice-veraa. As such, a search for t)ic RF coil assembly 
of Invention I is not separate from a search for the RF coil assembly of Invention Tl. 

As such, the Examiner has failed to show (1) that Inventions I and 11 are distinct and (2) 
that a field of search for Invention I is sq)arate fi-om a iicld of search for Invention TI. Tliereforc, 
for at least these reasons, a restriction under MPEP §806,05(c) between Inventions T and U is 
improper, and rejoinder of Inventions I and 11 is required. 

Invention s I andlQ 

The Examiner related Inventions HI and T as process of making and product made. 
Office Action, p. 2 . A product made and a process for making the product can be shown to be 
distinct inventions if the product "can be made by another and materially different process..." and 
if the process "is not an obvioxis process of making the product and the process as claimed can be 
used to make other and diffcn^nt products." MPEP $8Q6 ,05ifi. The Examiner has not shown that 
the product can be made by another and materially different process, and Applicant is unaware of 
any such process. The Examiner has also not shown that the process is not an obvious process 
of making the product and the process as claimed can be used to make other and different 
products. Therefore, the Examiner has not met the burden required in MPEP §806.05(f), and 
rejoinder is required. 

Furthermore, the Examiner stated that "the RF antenna of group I docs not requires (sic) 
havmg the inductors calibrated such that the mutual inductance therebetween substantially 
isolates the coils independent of coil position relative to one another as required in group III." 
Office Action, d, 3 , Tliis is not the case. While claim 1 8 of Invention IQ calls for, in part, 
calibrating the first inductor assembly and Hie second inductor assembly such that a mutual 
inductance therebetween substantially isolates the first and the second RF coils independent of 
coil position relative to one another, claim 2 of Invention I calls for, in part, the inductor 
assemblies configured to cancel the mutual inductance of the pair of RF coils with varying 
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relative position of the pair of RF coils as long -d^ ihc first and second inductor assemblies 
overlap. One skilled in the art would recognize that minimizing coil coupling substantially 
isolates the coils. Both Invention I and Invention 111 include inductor assemblies configured to 
substantially isolate the pair of RF coils. 

In addition, the Examiner must show a separate field of search, MPEP S808J)2> A 
search for the process of group III for manufacturing an RF coil is not separate from a search for 
the RF coil assembly apparatus of group I. 

Also, the Examiner classified Invention I in class 333, subclass 219 - RESONATORS, 
T\\e F.xaminer classified Invention III in class 29, subclass 606 - "By assembling ooil and core." 
A search for tlie m^od of manufacturing an RF coil assembly of Invention III seems that it 
would necessarily include a search of the classLficalion given to Invention i by the Examiner, and 
vico-vcrsa. As such, a search for the RF coil assembly of Invention I is not separate &vm a 
scaich for the RF coil assembly of Invendon HI. 

As such, the F-xaminer has failed to show that (1) InvdXtions I and HI are distinct and 
that (2) a field of search for Invention I is separate from a field of search for Invention HI. 
Therefore, for at least these reasons, a restriction under Ml^EF §806.05(1) between Inventions 1 
and 111 is improper, and rejoinder of Inventions I and 111 is required under current MPEP 
guidelines. 

Inventions H aiid Til 

The Examiner related Inventions TI and III as process of making and product made. 
Office ActioiL p. 3 . A product rnadc and a process for making the product can be shown to be 
distinct inventions if the product "can be made by another and materially dilTcrcnt process, ." and 
if the process "is not an obvious process of making the product and the process as claimed can be 
used to make other and different products." MPEP S806.05(f) . The Examiner has not shown 
either (1 ) that the product can be made by another and materially ditYe rent process or (2) that the 
process is not an obvious process of making the product and the process as claimed can be used lo 
make other and different p ro ducts , llierefoie^ the Examiner has not met tlie burden required in 
MPEP § 806.05(f), and rejoinder is required. 

Furthermore, the Examiner stated that "the MRI apparatus of group 11 does not requires 
(sic) having the inductors calibrated sudi that the mutual indwtance therebetween substantially 
isolates the coils independent of coil position relative lo one another as required in group HI." 
Office ActioiiL P, 3 . This is not the case. Claim 1 8 of Invention III calls for, in part, calibrating 
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the first inductor assembly mi the second inductor assembly such thai a mutual inductance 
therebetween substantially isolates tbe first and the second RF coils independent Of cojl position 
relative to one another. Claim 10 of Invetition II calls for« in pait» a mutual inductance 
compensation circuit constructed to generate an inductance tliat minimizes a coupling of the first 
and tlie second coil loops independent of coil loop position relative to one another. Claim 17 of 
Invention IT calls . for, in part, a first inductor in scries with the first moveable coil loop and a 
second inductor in series with tbe second moveable coil loop. One slcilled in the art would 
rccogni?e that minimizing coil coupling is substantially isolating tbe coils. Therefore, both 
Invention I and Invention III include inductor assemblies that substantially isolates or minimizes 
coupling between the pair of RF coils independent of coil loop position relative to one another. 

As slated above, the Examiner must also show a separate field of search. See MPEP 
$808.02 , The Examiner stated that "[b]ecause these inventions are distinct for the reasons given 
above and the search required for Group TIT is not required for Group IL, restriction for 
examination purposes as indicated is proper." Office Action, d>.4. Applicant disagrees that the 
search required for Invention lU is not required for Invention IL Invention II calls for, in part, an 
RF coil assembly* and Invention III calls for a method of manufacturing an Rt^ coil assembly. 
The method of manufacturing an RF coil assembly of Invention III results in the RF coil 
assembly of Invention U. llie field of search for a method of manufacturing an RF coil assembly 
is not separate fi-om the field of search for an RF coil assembly made by the process. 

Also, the Examiner classified Invention II in class 324, subclass 307 - using a nuclear 
resonance spectrometer system, llie speetromelcr system would include at least transducer coils 
coupled to a sample material bemg measured. Sec subclass 307 de finition^ The Examiner 
classified Invention III in class 29, subclass 606 - "By assembling coil and core." A search for 
tlxe method of manufacturing an RF coil assembly of Invention m seems that it would necessarily 
include a search of the classification given to Invention II by the Examiner, and vice-versa. As 
such, a search for the RF coil assembly of Invention II is not separate from a searcli tor the RF 
coil assembly of Invention III, 

As such, the Examiner has failed to show that Inventions II and m are distinct and that a 
field of search for invention II is separate from a field of search for Invention m. Therefore, for 
at least these reasons, a restriction under MPEP §806.05(f) between Inventions TI and m is 
impropra:, and Applicant requests rejoinder of Inventions II and III. 
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35 U.S.C. S121 

The Examiner stated that the current application contains claims directed to patetitably 
distinct species within groups TT, and 111, and corresponding to Figures 6 and 7. Office Action, 
p, 4 . The claims readable on elected species I are claims 1-3, 5-13, and 16-21. 

The EAiuninCT staled that no claims are generic. Id. That is clearly not the case. For a 
claim to be generic, the claim should read on each view presented in an application that presents 
multiple species illustrated in the figures. MPEP S806.04(d) . However, at least claims 1, 10, and 
18 are generic to both Figures 6 and 7, and the Examiner has provided nothing to support 
otherwise. 

Specifically, claim 1 calls for a pair of RF coils movable with respect to one another. 
Figures 6 and 7 each show a pair of RF coils movable with respect to one another. Claim 1 
further calls for a first inductor assembly in series with one RF coil and a second inductor 
assembly in series with the another RF coll. Figures 6 and 7 each show a first inductor assembly 
in series with one RF coil and a second inductor assembly m series with the another RF coil. 
Claim 1 also calls for wherein the inductor assemblies are configured to have a mutual inductance 
opposite in polaiity and substantially equal in magnitude to a mutual inductance of the pair ofRF 
coils. As described in paragraphs [0034] and [0036] of the specification referring to Figures 6 
and 7, respectively, the magnitude of mutual inductance that forms between the inductor 
assemblies substantially equals and is opposite in phase and polarity to the mutual inductance that 
forms between the coil loops. Therefore, since that which is called for in claim 1 reads on each of 
Figure 6 and Figure 7, claim 1 is indeed generic. Thus, for at least the reasons set forth above, 
AppUcant requests rejoinder of species I and n. 

Claim 10 is also generic to both Figures 6 and 7, and upon rejoinder, both "species" must 
be examined. Claim 10 calls for a first moveable coil loop and a second moveable coil loop. 
Figures 6 and 7 each show a first moveable coil loop and a second moveable coil loop. Claim 10 
tiirther calls for a mutual inductance compensation circuit coimectcd to the first and the second 
moveable coil loops. Figures 6 and 7 each show a mutual inductance competisation circuit 
connected to the first and the second moveable coil loops. Claim 10 calls for wherein the 
compensation circuit is constmcted to generate an inductance that miniiruzcs a coupling of the 
first and the second coil loops independent of coil loop position relative to one another. 
Paragraphs [0034] and [0036] of the specification referring to Figures 6 and 7, respectively, 
describe generating an inductance that minimizes a coupling of the coil loops independent of coil 



11 



PAGE 11/12 ' RCVD AT 9/13/2004 6:33:10 PM [Eastern Daylight Time] * SVR:USPT0-EFXRF-1/4 ' DNIS:8729306 ' CSID:12623762SM ' DURATION (iniMS):04^6 



Sep. 13. 2004 5:33PM ZPS GROUP LLC 



No. 5438 P. 12 



Davis, Steven C. 



S/N: 10/604,299 



loop position relative to one another. Therefore, since that which is called for in claim 10 reads 
on each of Figure 6 and Figure 7, claim ) 0 is indeed generic. 

Claim 18 is generic to both Figures 6 and 7, and upon rejoinder, both "species" must be 
examined. Claim 1 8 calls for connecting a £brst inductor assembly in series with a first RF cof 1 
and connecting a second inductor assembly in series with a second RF coil. Figures 6 and 7 each 
show the connection of a first inductor assembly in scries with a first RF coil and connection of a 
second inductor assembly in series with a second RF coiL Claim 1 8 fiirther calls for calibrating 
the first inductor assembly and the second inductor assembly such that a mutual inductance 
therebetween substantially isolates the first and the second RF coils independent of coil position 
relative to one another. Paragraphs [0034] and [0036J of the spccilication referring to Figures 6 
and 7, respectively, describe calibration of the inductor assemblies such tliat the RF coils are 
isolated from each other independent of coil position relative to one another. Therefore, since 
that which is called for in claim 1 8 reads on each of Figure 6 and Figure 7, claim 18 is generic. 

For all these reasons, Applicant respectfully requests rejoinder of all claims, of each 
group. If rejoinder is not forthcoming, Applicant requests more specificity from the Examiner 
compliant with the MPEP guidelines so as to seek review. The Examiner is invited to call the 
liiidersigned to discuss this Election or any other matters regarding this application to further 
prosecution. 

Applicant hereby authorizes charging of deposit account no. 07-0845 for the fee 
associated with newly entered claim 24. 
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